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DECLARATION 

3. The declaration by Takashi Sako filed under 37 CFR 1 .132 on 6/19/06 is 
acknowledged. While the declaration is found persuasive as it relates to the specific 
amphoteric conditioning polymer compound, aqueous carrier compound, humectant 
compound, and copolymer compound combination specific for Examples A and B as 
set forth in the declaration, the declaration is not found persuasive in regards to the 
general teachings of any amphoteric conditioning polymer, aqueous carrier, humectant 
comprising a polyethylene glycol having a molecular weight of up to 1000, and 
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copolymer combination. Also, it is noted that in the modified rejection above, Trinh et al 
(US Patent No. 5,540,853, column 15, lines 25-27) teaches propylene glycol, 
polypropylene glycol, and polyethylene glycol as equivalents. 

RESPONSE TO APPLICANT'S AMENDMENT/ARGUMENTS 

4. The Applicant's arguments and/or amendment filed 6/19/06 to the rejection of 
claims 1-10 made by the Examiner under 35 USC 103 are moot in view of the new 
grounds of rejection below. 
103 Rejection 

Claims 1-10 are rejected under 35 USC 103(a) as being unpatentable over Karlen et al 
(US Patent No. 6,004,545) in view of Trinh et al (Us Patent No. 5,540,853), Hitchen (US 
Patent No. 6,106,816, Kang et al (WO 97/23194), and Rath et al (US Pat No. 
5,993,792), and in further view of Papantoniou (US Patent No. 4,048,301). 

Applicant's arguments may be summarized as follows: (1) Karlen et al fail to 
disclose the use of a humectant comprising a polyethylene glycol having a molecular 
weight of up to about 1000 as set forth in the instant invention. (2) Kang et al disclose 
compositions comprising polypropylene glycol, not polyethylene glycol as in the instant 
invention. (3) Applicant's have surprising found that a humectant comprising 
polyethylene glycol having a molecular weight of up to about 1000 provides less 
stickiness when compared to low molecular weight humectants such as propylene 
glycol. (4). Applicant has provided a declaration under 37 CFR 1 .132 to indicate that 
the use of polyethylene glycol is beneficial in creating a non-sticky feel without tackiness 
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on the hands. (4) In regards to Hitchen Applicant concluded that amphoteric 
conditioning polymers have better compatibility with the acrylic acid/alky acrylate 
copolymers that do the cationic polymers such as Merquat 100 and Merquat 550 
disclosed by Hitchen. 

First, for clarification of the record, the teachings of Karlen et al should be 
clarified. Karlen et al disclose a hair composition that contains copolymers of carboxylic 
acid (e.g., Carbopol-1342, column 6, line 62); and amphoteric conditioning polymer 
(e.g., Merquat Plus 3300, columns 7-8, bridging paragraph); an aqueous carrier (e.g., 
water, column 8, line 58); silicon compounds (column 6, lines 11-13); viscosity modifiers 
(e.g., thickeners, diluents, or thinning agents, column 8, lines 28 and 31; column 7, lines 
9-10); visible particles (e.g., guar, column 8, line 49: this is one of the visible particles 
disclosed in Applicant's specification, page 16, line 18); UV absorbers (e.g., light 
protective agents, column 8, lines 33-34); optical brighteners (e.g., pearlescence 
inducting agents and luster imparting agents, column 8, lines 21 and 34); and herbal 
extracts and conditioning agents (e.g., jojoba oil or fruit wax, column 8, lines 54-57). 
Also, Karlen et al disclose that one may have propylene glycol present (columns 5-6, 
bridging paragraph, especially, column 6, line 3). Thus, while Karlen et al disclose a 
humectant, propylene glycol, the reference does not specifically disclose that the 
humectant may be polyethylene glycol. 

Secondly, it should be noted that Hitchen refers to polyethylene glycol as a 
conditioning agent in column 4, lines 35-65, specifically, lines 64-65). The specific 
reference by Hitchen to polyethylene glycol (US Patent No. 4,048,301) is a patented 
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document to Papantoniou. In particular, Papantoniou discloses cosmetic hair 
compositions that comprise polyethylene glycol. The compositions impart luster and 
softness to the hair and also facilitate the combing and untangling of the hair (column 1 , 
lines 6-17). In addition, Papantoniou discloses that the compositions have from 2 to 50 
percent of polyethylene glycol and that the polyethylene glycol general has a molecular 
weight between 200 and several million, but, preferably, between 300 and 30,000 
(column 1 , lines 30-33 and 44-50). 

In summary, in regards to the assertion that the prior art does not render obvious 
incorporating polyethylene glycol into the cosmetic composition being claimed by 
Applicant, the arguments are not found persuasive because, it is well known in the art 
as indicated by Hitchen and Papantoniou to incorporate polyethylene glycol in cosmetic 
compositions to aid in conditioning hair. Furthermore, as indicated by Papantoniou 
(column 1 , lines 44-55) that the polyethylene glycol used in producing the graft cationic 
copolymer results in very desirable results when the amount of the graft cationic 
polymer in the composition ranges between 0.1 and 5 weight percent of the 
composition. Thus, it is the Examiner's position that the art provides motivation to 
incorporate polyethylene glycol into a cosmetic composition useful for hair conditioning. 
Also, more importantly, Trinh et al disclose compositions including cleansing and/or 
cosmetic compositions wherein a component that may be added to the composition 
may be selected from propylene glycol, polypropylene glycol, or polyethylene glycol 
(column 15, lines 25-27). This reference is made of record because it discloses that in 
the cosmetic art propylene glycol, polypropylene glycol, and polyethylene glycol are 
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equivalents of one another. Thus, a skilled practitioner in the art would recognize and 
be motivated to interchange propylene glycol or polypropylene glycol for polyethylene in 
the art as humectants. 

ELECTION BY ORIGINAL PRESENTATION 

5. Newly submitted claims 1-10 (as it relates to the polymer present in the 
composition) are directed to an invention that is independent or distinct from the 
invention originally claimed for the following reasons. While 37 CFR 1.114 provides for 
continued examination of an application at the request of Applicant, the request for 
continued examination (RCE) is not the basis for obtaining continued examination on 
the examination of claims that are independent and distinct form the claims previously 
claimed and examined as a matter of right. In other words, Applicant cannot switch 
inventions. Thus, the claims of the instant invention will be examined based on the 
structure of the acrylic acid/alkyl acrylate copolymer having the formula as set forth in 
the originally filed claims. Hence, it is assumed that the formula on page 4 of the 
specification and as set forth in the previous claims is embraced by the functional 
language in the pending claims. As a result, the search has not been extended beyond 
that formula as set forth on page 4 and examined previously. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 1-10 are examined as having the 
formula on page 4 and which is that examined in previous office actions. 
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DOUBLE PATENTING REJECTION 

6. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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7. Claims 1-5 and 8-10 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1, 2, 4, 5, 6, and 8 of U.S. Patent 
No. 6,767,875 in view of Trinh et al (US Patent No. 5,540,853). 

Trinh et al disclose compositions including cleansing and/or cosmetic 
compositions wherein a component that may be added to the composition may be 
selected from propylene glycol, polypropylene glycol, or polyethylene glycol (column 
15, lines 25-27). 

Both sets of claims (Applicant's and US Patent No. 6,767,875) are directed to 
compositions comprising a carboxylic acid/carboxylate copolymer, an aqueous carrier, 
an amphoteric polymer, and a humectant/moisturizing agent. The claims differ in that 
the claims of the instant invention read on a polyethylene glycol humectant having a 
molecular weight of up to about 1000 while the patented invention reads on a 
composition wherein the moisturizing agent is polypropylene glycol. First, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made that a 
homologous series is a family of chemical related compounds wherein one member 
varies from another by a CH2 group, as in polyethylene glycol and polypropylene glycol. 
Thus, one would not expect that the compounds would behave similarly, if not the same 
since members of a homologous series have similar, if not the same, characteristics. 
Alternatively, a skilled practitioner in the art using the teachings of Trinh et al would 
recognize that polypropylene glycol and polyethylene glycol are often taught as 
equivalents as set forth in Trinh et al, column 14, line 60. As a result, a skilled 
practitioner in the art would be motivated to interchange polypropylene glycol with 
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polyethylene glycol, and vice versa without drastically altering the overall properties of 
the composition. 

112 SECOND PARAGRAPH REJECTIONS 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1-9 : Independent claim 1 is ambiguous because it is unclear what 
Applicant intends by the phrase 'up to about 1000'. The phrase is indefinite because 
there is no lower limit set forth. As a result, one may have no humectant present. In 
other words, the phrase as written would encompass a molecular weight of zero which 
would mean that the polyethylene glycol is absent from the mixture. Since, independent 
claim 1 is ambiguous, all claims depending thereupon (claims 2-9) are also ambiguous. 

Claim 2 : The claim as written is ambiguous because it discloses that the 
composition further comprises a humectant. In particular, the claim is confusing 
because it depends from claim 1 which discloses that a polyethylene glycol humectant 
is present. 

Claim 4 : The claim as written is ambiguous because it discloses that an 
additional viscosity modifier is present. However, claim 4 depends from claim 1 which 
does not require the presence of a viscosity modifier. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. L. Jones whose telephone number is (571) 272-0617. 
The examiner can normally be reached on Mon.-Fri., 6:45 a.m. - 3:15 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley can be reached on (571) 272-0616. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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